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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi } 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington } 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-3, 12, 14, and 16-18 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,663,570 to Mott et al. (herein referred to as '570) in view of US Patent No. 
5,41 3,508 to Obara. Claim 1 of '570 recites most of the claimed limitations of claims 1 , 
3, 12, 14, 16, and 18 of the instant application, wherein the nosepiece of claim 1 of '570 
is the same as the sleeve of the instant application. However, claim 1 of '570 lacks the 
contact member having a plurality of axially spaced contact members and lacks the 
cable having a plurality of conductors electrically connected to the axially spaced 
contact members. However, Obara teaches a connector for connecting a flexible 
elongate member to a monitor, wherein the electrical contact member of the connector 
comprises a plurality of axially spaced contact members 61-63 and the cable 73 
comprises a plurality of conductors 71 electrically connected to the axially spaced 
contact members (see entire document, especially figs. 2 of Obara). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of invention to use the 
contact members and cable of Obara as that of Mott '570, since Mott '570 teaches using 
a contact member and cable but is silent as to their details and Obara teaches 
appropriate such contact member and cable. 

Regarding claims 2 and 17, the "flexible elongate member" is not positively 
recited as a part of the invention of claim 1 . Claim 1 only refers to the "flexible elongate 
member" with respect to the intended use of the claimed invention. Since the language 
is merely "intended use" language, the applicants should note that the prior art teaches 
all of the claimed structural limitations and recited relationships of claim 2 of the 
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application. The invention of claim 1 of '570 as modified, would certainly be capable of 
connecting a guidewire, as claimed. 

Claims 4-6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 2 of U.S. Patent No. 6,663,570 to Mott et al. 
(herein referred to as '570) in view of US Patent No. 5,413,508 to Obara. Claim 1 of 
'570 teaches most of the claimed limitations of claim 4 of the instant application, 
wherein the "plurality of jaw members" correspond to engagement members and 
"released and clamped positions" correspond to a disengaged position and an engaged 
position, respectively. Claim 2 of '570 is silent as to whether the engagement member 
is disposed in the internal passage. However, Obara teaches a connector wherein the 
engagement member 89 is disposed in the internal passage of the housing (see entire 
document, especially fig. 2 of Obara). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to dispose the engagement member of 
claim 2 of '570 in the internal passage of the housing, since claim 2 of '570 admits to 
there being engagement members and Obara demonstrates the internal passage of the 
housing as being an appropriate location for such members. 

Regarding claim 5, the "flexible elongate member" is not positively recited as a 
part of the invention of claim 4. Claim 4 only refers to the "flexible elongate member" 
with respect to the intended use of the claimed invention. Since the language is merely 
"intended use" language, the applicants should note that the prior art teaches all of the 
claimed structural limitations and recited relationships of claim 5 of the application. The 



Application/Control Number: 10/691,721 Page 5 

Art Unit: 3735 

invention of claim 2 of '570 as modified, would certainly be capable of connecting a 
guidewire, as claimed. 

Claims 8-10, 13 and 14 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claim 2 of U.S. Patent No. 6,663,570 
to Mott et al. (herein referred to as '570) in view of US Patent No. 5,413,508 to Obara, 
as applied to claims 4-6 above. Claim 2 of '570, as modified, lacks the electrical contact 
member having a plurality of axially spaced contact members and lacks the cable 
having a plurality of conductors electrically connected to the axially spaced contact' 
members. However, Obara teaches a connector for connecting a flexible elongate 
member to a monitor, wherein the electrical contact member of the connector comprises 
a plurality of axially spaced contact members 61-63 and the cable 73 comprises a 
plurality of conductors 71 electrically connected to the axially spaced contact members 
(see entire document, especially figs. 2 of Obara). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to use the contact 
members and cable of Obara as that of Mott '570, as modified, since Mott '570, as 
modified teaches using a contact member and cable but is silent as to their details and 
Obara teaches appropriate such contact member and cable. 

Regarding claim 9, the "flexible elongate member" is not positively recited as a 
part of the invention of claim 1 . Claim 1 only refers to the "flexible elongate member" 
with respect to the intended use of the claimed invention. Since the language is merely 
"intended use" language, the applicants should note that the prior art teaches all of the 
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claimed structural limitations and recited relationships of claim 2 of the application. The 
invention of claim 1 of '570 as modified, would certainly be capable of connecting a 
guidewire, as claimed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent No. 5,482,038 to Ruff in view of US Patent No. 5,41 3,508 to Obara. Ruff 
teaches a connector comprising a housing having an internal passage 57 therein, and 
an electrical contact member 52, 64 disposed in the internal passage. A cable 14 has a 
conductor 91 connected to the electrical contact member 52, 64. An engagement , 
member 70 is disposed in the internal passage, the engagement member being 
movable between an engaged position and a disengaged position, wherein the 
engagement member 70 grips the flexible elongate member in the engaged position. A 
sleeve 26 has an opening therein which communicates with the internal passage in the 
housing and movable between an open position and a closed position, wherein, when 
the sleeve is in the closed position, the engagement member is in the engaged position 
(see entire document, especially figs. 2, 6; col. 3, lines 24-63; col. 4, lines 14-67; col. 6, 
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lines 8-38 of Ruff). The electrical contact member lacks a plurality of axially spaced 
contact members and the cable lacks a plurality of conductors being electrically 
connected to respective axially spaced contact members. 

However, Obara teaches a connector comprising an electrical contact member 
having a plurality of axially spaced contact members 61-63 and a cable 73 having a 
plurality of conductors 71 being electrically connected to respective axially spaced 
contact members (see entire document, especially figs. 2, 3; col. 2, lines 61-67 of 
Obara). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the connector of Obara with that of Ruff as it would merely be the 
substitution of one known electrical contact member and corresponding cable for 
another. 

Regarding claim 10, the sleeve is a nose piece (see entire document, especially 
fig. 2 of Ruff). 

Claims 12, 14, 15, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 6,415,168 to Putz in view of Obara. Putz teaches a 
connector comprising a housing 10 having an internal passage therein, and a plurality of 
axially spaced contact members 22, the plurality of contact member 22 being movable 
between engaged and disengaged positions with respect to the flexible elongate 
member. A plurality of conductors (wherein each wire is a conductor) is electrically 
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connected to respective contact members. A sleeve 18 has an opening 24 which 
communicates with the internal passage via openings 28. The sleeve is movable 
between an open position and a closed position, wherein movement of the sleeve 
causes movement of the plurality of contact members between the disengaged and 
engaged positions such that when the sleeve is in the open position, the plurality of 
contact members are in the disengaged position, and, when the sleeve is in the closed 
position, the plurality of contact members are in the engaged position (see entire 
document, especially figs. 1, 2, 7; col. 4, line 55-col. 5, line 2; col. 5, lines 10-34 of 
Putz). Putz lacks the conductors being grouped into a single cable. 

However, Obara teaches a connector comprising a cable 73 having a plurality of 
conductors 71 for connection to a plurality of electrical contacts (see entire document, 
especially fig. 2 of Obara). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of invention to use the cable of Obara in place of the 
conductors of Putz, as it would merely be the substitution of one set of conductors for 
another. 

Regarding claim 14, when the plurality of contact members is in the engaged 
position, the flexible elongated member is in electrical contact with the cable (see entire 
document, especially figs. 4 & 6 of Putz). 

Regarding claim 15, when the plurality of contact members are in the engaged 
position, the plurality of contact members mechanically grip the flexible elongate 
member so as to prevent to the flexible elongate member from being withdrawn from 
the connector (see entire document, especially figs. 6 and 7 of Putz). While Putz does 
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not explicitly address preventing the member from being withdrawn, it is clear that the 
force exerted by the compressed spring of the contact member 22, when the flexible 
elongate member is inserted, would provide some resistance to withdrawal of the 
flexible elongate member. 

Regarding claim 17, claim 12, upon which claim 17 depends, only refers to the 
"flexible elongate member" with respect to intended use of the connector, and the 
element is not positively recited as part of the claimed invention. Since the language is 
merely "intended use" language, the applicant should note that the prior art of record 
teaches all of the claimed structural elements and their recited relationships and that the 
applicants cannot rely on the "flexible elongate member" or characteristics thereof to 
define over Putz, as modified. The connector of Putz as modified is certainly capable of 
connecting a guidewire to a physiological monitor, as claimed. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Putz in 
view of Obara, as applied to claims 12, 14, 15, and 17 above. The designation of the 
sleeve as a "nose piece" merely addresses the shape of the sleeve, i.e. a piece that 
forms a portion of the connector that resembles nose in shape or position. The sleeve 
of Putz, as modified, does not resemble a nose in shape or position. However, the 
applicants have not disclosed that such a shape or position of the sleeve provides an 
advantage, is used for a particular purpose, or solves a stated problem. One of ordinary 
skill in the art, furthermore, would have expected the applicants' invention to perform 
equally well with the sleeve having a different shape/position, because the shape and/or 
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position of the sleeve does not affect the ability of the sleeve to move between open 
and closed positions. Accordingly, the designation of the sleeve as a "nose piece" is 
deemed to be a mere obvious design consideration that fails to patentably distinguish 
over the prior art of Putz, as modified by Obara. 

Allowable Subject Matter 

Claims 7 and 1 1 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claims 1-6, 13, and 16 would be allowable if the double patenting rejection, set 
forth in this Office action were overcome, and the claims were rewritten to include all of 
the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Regarding claims 1-7 and 16.the prior art of record fails to teach or fairly recite a 
connector for connecting a flexible elongate member having sensor mounted thereon to 
a physiological monitor, the connector comprising an interlock mechanism disposed in 
the housing having a locked position and an unlocked position, the interlock mechanism 
being in an unlocked position when an end of the flexible elongate member is fully 
inserted into the connector, and being movable between the locked and unlocked 
positions by movement of the sleeve, wherein, when the interlock mechanism is in the 
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locked position, the sleeve is prevented form moving from the open to the closed 
position, in combination with all of the other limitations of the claims. 

Regarding claim 1 1 , the prior art of record fails to teach or fairly recite a 
connector for connecting a flexible elongate member having sensor mounted thereon to 
a physiological monitor comprising grip tubing disposed in the housing and arranged 
coaxially around the flexible elongate member, in combination with all of the other 
limitations of the claims. 

Regarding claim 13, the prior art of record fails to teach or fairly recite a 
connector for connecting a flexible elongate member having sensor mounted thereon to 
a physiological monitor comprising a pair of engagement members disposed in the 
internal passage of the housing, the pair of engagement members being supported for 
movement between a released position and a clamped position in response to 
movement of the sleeve between the open and closed positions, in combination with the 
movement of the sleeve between open and closed positions causing movement of the 
plurality of contact members between the disengaged and engaged positions, and 
further in combination with all of the other limitations of the claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia C. Mallari whose telephone number is (571) 
272-4729. The examiner can normally be reached on Monday-Friday 10:00 am-6:30 
pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II can be reached on (571) 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





